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DETAILED ACTION 


1 . This Office Action is in response to an AMENDMENT entered April 7, 2004 
for the patent application 09/933,782 filed on August 21 , 2001 . 

2. All prior office actions are fully incorporated into this office action by reference. 

3. The claims and only the claims form the metes and bounds of the invention. 
"Office personnel are to give the claims their broadest reasonable interpretation in light 
of the supporting disclosure. In re Morris, 127 F.3d 1048, 1054-55, 44USPQ2d 1023, 
1027-28 (Fed. Cir. 1997). Limitations appearing in the specification but not recited in 
the claim are not read into the claim. In re Prater, 415 F.2d, 1393, 1404-05, 162 USPQ 
541, 550-551 (CCPA 1969)" (MPEP p 2100-8, c 2, 1 45-48; p 2100-9, c 1, 1 1-4). The 
Examiner has full latitude to interpret each claim in the broadest reasonable sense. 
Examiner will reference prior art using terminology familiar to one of ordinary skill in the 
art. Such an approach is broad in concept and can be either explicit or implicit in 
meaning. 

4. Examiner's Opinion: 

Para 3 above applies. The claims and only the claims form the metes and 
bounds of the invention. The Examiner has full latitude to interpret each claim in the 
broadest reasonable sense. The Examiner offers the applicant the opportunity to call 
the Examiner for an appointment to discuss the substance of this application prior to 
initiating a response. 
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Status of Claims 

5. Claims 1-25 are pending in this application. 


Claim Rejections - 35 USC § 101 

6. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

7. Claims 1-25 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. The language of the claims raises a question 
as to whether the claims is directed merely to an abstract idea that is not tied to a 
technological art, environment or machine which would result in a practical application 
producing a concrete, useful, and tangible result to form the basis of statutory subject 
matter under 35 U.S.C. 1 01 . 


Claim Rejections - 35 USC § 112 

8. The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

9. The specification shall contain a written description of the invention, and of the 
manner and process of making and using it, in such full, clear, concise, and exact terms 
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as to enable any person skilled in the art to which it pertains, or with which it is most 
nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 


10. Claims 1-25 are rejected under 35 USC 1 12, first paragraph because current 
case law (and accordingly, the MPEP) require such a rejection if a 101 rejection is given 
because when Applicant has not in fact disclosed the practical application for the 
invention, as a matter of law there is no way Applicant could have disclosed how to 
practice the undisclosed practical application. This is how the MPEP puts it: 


("The how to use prong of section 112 incorporates as a matter of law the requirement of 
35U.S.C. 101 that the specification disclose as a matter of fact a practical utility for the 
invention.... If the application fails as a matter of fact to satisfy 35 U.S.C. 101 . then the application 
also fails as a matter of law to enable one of ordinary skill in the art to use the invention under 
35 U.S.C. S 112." ): In re Kirk, '376 F.2d 936, 942, 153 USIPQ 48, 53 (CCPA 1967) ("Necessarily, 
compliance with § 1 12 requires a description of how to use presently useful inventions, 
otherwise an applicant would anomalously be required to teach how to use a useless 
invention."). See, MPEP 21107.01 (IV), quoting In re Kirk (emphasis added). 

Therefore, claims 1-25 are rejected on this basis. 


Claim Rejections - 35 USC § 102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

10. Claims 1-10 are rejected under 35 U.S.C. 102(e) as being anticipated by Suzuki 
(U. S. Patent 6,313,745, referred to as Suzuki). 
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Claim 1 

Suzuki anticipates maintaining a clothing profile of the user (Suzuki, col 2, lines 
10-23), detecting a piece of clothing being selected and updating the clothing profile 
based on said selection (Suzuki, col 2, lines 10-23), generating the recommendation 
from the updated clothing profile (Suzuki, col 2, lines 10-23) and providing the 
recommendation to the user (Suzuki, col 2, lines 10-23). 
Claim 2 

Suzuki anticipates user profiling means for maintaining a clothing profile of the 
user (Suzuki, col 2, lines 10-23), detection means for detecting a piece of clothing 
being selected (Suzuki, col 2, lines 10-23), coupled to the user profiling means (302) for 
updating the clothing profile based on the selected piece of clothing (Suzuki, col 5, 
lines 18-33), recommendation means for generating a recommendation from the 
updated clothing profile (Suzuki, col 6, lines 57-59), and presentation means for 
presenting the recommendation to the user (Suzuki, col 7, lines 4-9). 
Claim 3 

Suzuki anticipates determining a list of available pieces of clothing (Suzuki, col 
7, lines 4-9), combining plural pieces from the list to form a collection of subsets, the 
recommendation comprising at least one subset from the collection of subsets (Suzuki, 
col 7, lines 4-7). 
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Claim 4 

Suzuki anticipates the recommendation means is arranged to eliminate from the 
collection a number of subsets that are not suitable for a present situation (Suzuki, col 
6, lines 60-67). 
Claim 5 

Suzuki anticipates wherein the user profiling means are coupled to smart card 
read/write means for maintaining the clothing profile stored on a smart card (Suzuki, 
col 5, lines 18-33). 
Claim 6 

Suzuki anticipates input means for determining a purpose for which the piece of 
clothing has been selected (Suzuki, col 2, lines 25-39), the user means being arranged 
for updating the clothing profile further based on the determined purpose (Suzuki, col 5, 
lines 18-33; col 8, lines 36-42). 
Claim 7 

Suzuki anticipates the input means is arranged to determine the purpose based 
on an appointment in an electronic calendar (Suzuki, col 8, lines 43-57). 
Claim 8 

Suzuki anticipates presenting a targeted clothing advertisement to a user, 
comprising obtaining a clothing profile for the user, determining a clothing product that 
matches the clothing profile, and sending an identifier of the clothing product to the user 
(Suzuki, col 6, lines 60-67; col 7, lines 1-9). 
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Claim 9 

Suzuki anticipates generating a representation of the clothing product using the 
identifier and rendering the representation to the user (Suzuki, col 6, lines 60-67; col 7, 
lines 1-9). 
Claim 10 

Suzuki anticipates the clothing profile is obtained by reading the clothing profile 
from a smart card (Suzuki, col 5, lines 19-32). 
Claims 11, 16 

Suzuki anticipates maintaining an inventory of apparel possessed by the user 
(Suzuki, col 8, lines 43-67; Examiner's Note (EN): record of user's apparel (inventory) 
is maintained), determining one or more subsets of apparel from the inventory suitable 
for forming the ensemble (Suzuki, col 8, lines 43-67; EN: para 3 applies; subset is 
formed around past purchases), presenting at least one of the one or more subsets of 
apparel to the user (Suzuki, col 8, lines 43-67; EN: for displays, see Suzuki at Fig. 1). 
Claims 12, 18 

Suzuki anticipates determining the one or more subsets suitable for forming the 
ensemble is based on at least one of a user preference (Suzuki, col 8, lines 43-67), 
current fashion (Suzuki, col 9, lines 1-8), a dress code (Suzuki, col 9, lines 1-8), and 
prior selected ensembles (Suzuki, col 8, lines 43-67). 
Claims 13, 19 

Suzuki anticipates determining the one or more subsets suitable for forming the 
ensemble is based on at least one of; a dominant color of the ensemble (Suzuki, col 8, 
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lines 43-67), a color of each apparel in the subset (Suzuki, col 8, lines 43-67), a 
dominant style of the ensemble (Suzuki, col 9, lines 1-8), a time of year for wearing the 
ensemble (Suzuki, col 9, lines 1-8), a time of day for wearing the ensemble(Suzuki, col 
9, lines 1-8), and current environmental conditions (Suzuki, col 9, lines 1-8). 
Claims 14, 20 

Suzuki anticipates determining the one or more subsets suitable for forming the 
ensemble includes at least one of: applying one or more rules (Suzuki, col 6, lines 51- 
67; col 7, lines 1-9; EN: AR engine has rules), determining one or more distances 
(Suzuki, col 8, lines 43-67; EN: AR engine has distances), determining one or more 
weights (Suzuki, col 8, lines 43-67; EN: AR engine has weights), and modifying 
parameters used for determining the one or more subsets based on prior user 
selections (Suzuki, col 8, lines 43-67; EN: to one of ordinary skill in the art, the AR 
engine modifies parameters). 
Claim 15 

Suzuki anticipates identifying an apparel item that is not in the inventory that 
would form another subset suitable for forming the ensemble if combined with apparel in 
the inventory (Suzuki, col 8, lines 43-67). 
Claim 17 

Suzuki anticipates at least some of the apparel includes a tag that identifies the 
apparel to the inventory system (Suzuki, Abstract). 
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Claim 21 

Suzuki anticipates a network interface that is configured to facilitate receipt of 
advertisements for other apparel (Suzuki, Fig. 1 ; col 8, lines 43-67; EN: para 3 applies; 
advertisements is nothing more than representing a product for sale), the processor is 
further configured to filter the advertisements based on whether the other apparel forms 
another subset suitable for forming another ensemble if combined with apparel in the 
inventory (Suzuki, col 8, lines 43-67; EN: performed by the AR engine), and the display 
is further configured to present the another subset to the user (Suzuki, Fig. 1; col 8, 
lines 43-67). 
Claim 22 

Suzuki anticipates an input device that facilitates a purchase of the other apparel 
in the another subset by the user (Suzuki, Fig. 1; col 8, lines 43-67). 
Claim 23 

Suzuki anticipates a smart card read/write device, and wherein the processor is 
further configured to transfer some or ail of the inventory of apparel to a smart card via 
the smart card read/write device (Suzuki, col 5, lines 18-32). 
Claim 24 

Suzuki anticipates the processor is further configured to transfer one or more 
user preferences to the smart card via the smart card read/write device (Suzuki, col 5, 
lines 18-32). 
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Claim 25 

Suzuki anticipates the system is further configured to detect an initial selection of 
a first apparel item (Suzuki, col 8, lines 43-67), and the processor is configured to 
identify the one or more subsets based on this initial selection (Suzuki, col 8, lines 43- 
67), 


Response to Arguments 

1 1 . The rejection under 35 U.S.C. 112, first paragraph, is withdrawn. 

1 2. Applicant's arguments filed on April 7, 2004 related to Claims 1 -25 have been 
fully considered but are not persuasive. 

In reference to Applicant's argument: 

The specification, and the claims, specifically recite a system and a method that provides 
recommendations to a user regarding the selection of a piece of clothing for the user. The cited prior art 
teaches a system and method for providing a recommendation to a salesperson regarding which piece of 
clothing to recommend to a user. Each of the Applicant's independent claims clearly distinguish the 
claimed user-system from the prior-art sales-system, as detailed below. 

Examiner's response: 

Para 3 above applies. Suzuki teaches a system and method for tracking and 
recognizing merchandise items taken into a fitting room by a customer for providing 
more efficient customer assistance (Suzuki, abstract). Suzuki does not teach "user" or . 
"salesperson" but does teach store clerk and customer. The applicant does not define 
the term "user." Figure 1 illustrates Suzuki's system/method which is further explained in 
the related text (Suzuki, c 5, 1 7-40). It is axiomatic that the reason for or purpose of a 
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system or method is to satisfy something or someone. Commerce is all about 
customers and their satisfaction. Hence, Suzuki anticipates customer satisfaction as 
the reason for the Suzuki system/method establishing the customer as the user of the 
system/method. The store clerk is the aid to the user or customer. For sure, there is no 
reason for having the Suzuki system/method if there are no customers or users. 
Suzuki's anticipates the customer as the user aided by a store clerk (Suzuki, d, 1 13- 
14). The Suzuki anticipates the applicant's user-system. 


In reference to Applicant's argument: 

Each of independent claims 1 . and 2, upon which claims 3-7 depend, specifically recite a system and 
method, respectively, that provides recommendations to a user for the selection of pieces of clothing that 
match a clothing profile of the user. 

The office action cites Suzuki's column 2, lines 10-23 for teaching providing recommendations to a user. 
The Applicant respectfully traverses this characterization of Suzuki. The text at Suzuki's column 2, lines 
10-23, describes a user entering a fitting room of a store with merchandize items that contain tracking 
tags. Suzuki specifically teaches that the system "should display the fitting room number being utilized by 
a particular customer on an in-store display terminal accessible to a store clerk. The system should 
further display information on the items being tried on... [and] should process the style, brand, color, and 
price data of the items... and provide recommendations of other items... consistent with the customer's 
profile information." Suzuki's system is specifically structured as a sales-aid, for use by the store clerk; it 
does not provide recommendations to the user, as specifically claimed in each of claims 1 and 2. 

The Applicant specifically claims a system that provides a recommendation for the selection of a piece of 
clothing for use by the user, with the specific limitation that the recommendation is provided to the user. 

Examiner's response: 

Para 3 above applies. See above discussion concerning "customer." The 
individual in the fitting room is the customer or user and the Suzuki system is supporting 
such customer. Suzuki specifically anticipates the claimed recommendations by the 


statement: "When used in combination with a customer identification card, the 
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recommendations provided by the system should also be consistent with the customer's 
profile information." (Suzuki, c 2, 1 21-23) 


In reference to Applicant's argument: 

In claim 3, the Applicant claims forming a collection of subsets of combined pieces, and selecting one of 
the subsets for recommendation to the user. 

Suzuki is silent regarding forming subsets from which one subset is recommended. The Office action 
cites Suzuki, column 7, lines 4-9, for teaching the creation of a list of available pieces of clothing, and 
column 7, lines 4-7 for forming the collection of subsets and recommending at least one subset from the 
collection of subsets. Suzuki column 7, lines 4-9 states: "information related to a brand being tried-on. 
The recommended items are bundled into a recommendation record 54 and transmitted to the in-store 
terminals 28-32 as part of the fitting room record. Based on the recommendation information, store clerks 
can render advice [to] customers in a more effective and efficient manner". As is clearly evident, Suzuki's 
column 7, lines 4-9 do not teach forming a collection of subsets of combined pieces, and does not teach 
selecting one of the subsets from the collection. 

Examiner's response: 

Para 3 above applies. The Examiner has full latitude to interpret each claim in 
the broadest reasonable sense. To one of ordinary skill in the art, bundling represents 
assembly of sets of records or combination of subsets of combined pieces. As Suzuki 
asserts, the purpose of such bundling is to "render advice to customers in a more 
effective and efficient manner." (Suzuki, c 7, 1 8-9) 


In reference to Applicant's argument: 

In claim 4, which is dependent upon claim 3, the Applicant claims the elimination of a subset from the 
collection of subsets when the subset is determined to be unsuitable for a present situation. 

Suzuki is silent with regard to situation-dependent recommendations or eliminations. The Office action 
cites Suzuki, column 6, lines 60-67, for teaching the elimination of a subset from the collection of subsets, 
but the text at column 6, lines 6067 does not refer to eliminations, or collections, or subsets. 


Examiner's response: 
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Para 3 above applies. The Examiner has full latitude to interpret each claim in 
the broadest reasonable sense. Suzuki states: "Once an entry for a particular product 
ID is found in the PLU table 180, the AR engine 40 retrieves the product's SKU code, 
style, color, and size information." (Suzuki, c 6, 1 60-62) Hence, Suzuki has eliminated 
other product's from consideration... Suzuki selected one. 


In reference to Applicant's argument: 

In claim 6, the Applicant claims input means for inputting a purpose for which the piece of clothing has 
been selected, and providing the recommendation based on the purpose. 

Suzuki is silent with regard to inputting a purpose for which the piece of clothing has been selected, and 
silent with regard to basing the recommendation on the purpose. The Office action cites Suzuki, column 
2, lines 25-39 for this teaching. At the referenced text, Suzuki teaches that the input to the system is 
product identifiers, obtained from the tags that are attached to each item brought into the fitting room. "A 
processor... uses the product identifier to retrieve product profile information about the item, and 
recommends other items based on this [product profile] information" (Suzuki, column 2, lines 36-39). 

Examiner's response: 

Para 3 above applies. The Examiner has full latitude to interpret each claim in 
the broadest reasonable sense. Suzuki states: "A processor coupled to the interrogator 
unit uses the product identifier to retrieve product profile information about the item, and 
recommends other items based on this information." (Suzuki, c 2, 1 36-39) The product 
profile provides the requested purpose that preceded the recommendation. 


In reference tq Applicant's argument: 

In claim 7, which is dependent upon claim 6, the purpose for which the piece of clothing has seen 
selected is based on an appointment in an electronic calendar. 

Suzuki is silent with regard to inputting a purpose for the selection of clothing, and silent with regard to 
basing any decisions on a scheduled appointment. The Office action cites Suzuki, column 8, lines 43-57 
for this teaching. At the referenced text, Suzuki describes the layout of the data in a customer's purchase 
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and trial history data. The described data does not include a purpose, and does not include an 
appointment. 

Examiner's response: 

Para 3 above applies. The Examiner has full latitude to interpret each claim in 
the broadest reasonable sense. The complete history of customer store activity is 
identified in Fig. 9 of Suzuki which included the purpose of which was trying-on 
products which was recorded using tag information that includes date and time derived 
electronically (computer system). 


In reference to Applicant's argument: 

As noted above, Suzuki specifically teaches a sales-aid. wherein product information is sent to a store 
clerk to facilitate sales to a user. Suzuki is silent with regard to sending advertisements to a user. The 
Office action cites Suzuki, column 6, line 60 through column 7, line 9 for this teaching. At the referenced 
text, Suzuki specifically teaches sending any and all recommendations to the store clerk. 

Examiner's response: 

Para 3 above applies. The Examiner has full latitude to interpret each claim in 
the broadest reasonable sense. See above discussion concerning "customer." Suzuki 
states: "...recommended from a stock information database 50 and a promotional 
information database 52 residing in the system's mass storage device (Fig. 1)." 
(Suzuki, c 6, 64-67) Such information is provided to customers or users. 


In reference to Applicant's argument: 

In claim 9, the Applicant claims rendering a representation of the advertised item to the user. 

Suzuki does not teach the rendering of representations of an advertised item, nor does Suzuki teach 
providing a rendering of anything to the user. The Office action cites Suzuki, column 6, line 60 through 
column 7, line 9 for this teaching. At the referenced text, Suzuki specifically teaches that "The 
recommended items are bundled into a recommendation record 54 and transmitted to the in-store 
terminals 28-32 as part of the fitting room record" (Suzuki, column 7, lines 4-7). These records are not 
said to contain renderings of representations of the recommended items. 
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Examiner's response: 

Para 3 above applies. The Examiner has full latitude to interpret each claim in 
the broadest reasonable sense. Suzuki states: "...recommended from a stock 
information database 50 and a promotional information database 52 residing in the 
system's mass storage device (Fig. 1)." (Suzuki, c 6, 64-67) Such information is 
provided to customers or users. Claim 9 does not claim "renderings of representations 
of the recommended items." Claim 9, among other features, claims "rendering the 
representation to the user." "Rendering" means giving which, of course, Suzuki 
anticipates. 


In reference to Applicant's argument: 

Suzuki is silent with regard providing recommendations to a user, silent with regard to recommending an 
ensemble, and silent with regard to basing the recommendation for the ensemble on the user's inventory 
of apparel. The Office action cites column 8, lines 43-67 for these teachings. At the cited text, Suzuki 
teaches maintaining a record of the user's prior purchases and trial history "to better determine the 
customer's tastes... [and] uses a customer's purchase and trial history to eliminate items from the 
recommendation record if they have already been purchased or tried on by the customer. However, if a 
product that the customer has tried-on in the past but has not purchased is on sale, the brand analysis 
module 46 retrieves the product for recommendation to the customer." (Suzuki, column 8, lines 59-67.) 
Nowhere in this text does Suzuki mention forming an ensemble from items in the user's inventory; and, 
such a formation would be contrary to the expressed purpose of Suzuki's invention: facilitating the sale of 
items to a user. If an ensemble is formed from the user's inventory, the user has no need to purchase 
additional items. 

Examiner's response: 

Para 3 above applies. The Examiner has full latitude to interpret each claim in the 
broadest reasonable sense. See above discussion concerning "customer." Suzuki at c 
8, 1 43-57, identifies the ensemble that was purchased... therefore, an ensemble had to 
be recommended and of course it would have to fit the customer's inventory... interest... 


or the customer would not have made the purchase. Such information is displayed by 
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Suzuki in Fig. 9 and described at c 8, 1 43-57. Further and as noted in Suzuki's 
abstract: "...the recommendation information is also based on the customer's profile 
and past trial and purchase history information."... or in other words, the customer's 
inventory. Suzuki' anticipates the applicant's invention. 

In reference to Applicant's argument: 

The Office action also asserts that Suzuki's records of prior sales to the user constitute the Applicant's 
claimed inventory of apparel possessed by the user. The applicants respectfully traverse this assertion. 
Although there may be some items of apparel common to both the records of prior sales and the 
inventory of apparel possessed by the user, the record of prior sales may include items that are no longer 
possessed by the user, and inventory will include items possessed by the user that are not included in the 
records of prior sales, such as gifts, and items purchased elsewhere. 

Examiner's response: 

Para 3 above applies. The Examiner has full latitude to interpret each claim in the 
broadest reasonable sense. The issue is not one of duplication or incompleteness. The 
issue is one related, however remotely, to the customer's inventory. From this 
perspective, the applicant agrees with the Examiner that Suzuki anticipates the 
applicant's invention. 


Conclusion 

13. The prior art of record and not relied upon is considered pertinent to applicant's 
disclosure. 
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- Tavoretal, U.S. Patent 6,070,149 

- Bowman-Amuah, U.S. Patent 6,697,824 

- Katz et al, U.S. Patent 6,055,51 3 

- Bowman-Amuah, U.S. Patent 6,427,132 
14. Claims 1-25 are rejected. 


Correspondence Information 

1 5. Any inquiry concerning this information or related to the subject disclosure 
should be directed to the Examiner, Joseph P. Hirl, whose telephone number is 
(703) 305-1 668. The Examiner can be reached on Monday - Thursday from 
6:00 a.m. to 4:30 p.m. 

If attempts to reach the Examiner by telephone are unsuccessful, the 
Examiner's supervisor, Anthony Knight can be reached at (703) 308-3179. 
Any response to this office action should be mailed to: 

Commissioner of Patents and Trademarks, 

Washington, D.C. 20231; 
or faxed to: 

(703) 746-7239 (for formal communications intended for entry); 
or faxed to: 

(703) 746-7290 (for informal or draft communications with notation of 
"Proposed" or "Draft" for the desk of the Examiner). 
Hand-delivered responses should be brought to: 


Application/Control Number: 09/933,782 
Art Unit: 2121 

Receptionist, Crystal Park II 
2121 Crystal Drive, 
Arlington, Virginia. 

Joseph P. Hirl 
April 16, 2004 
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